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INTER-COVERNMENTAL CONFERENCE Brussels, 30 September 1971
POR TEE SZTTING UP OF A EUROPEAN .
SYSTEM FOR THE GRANT OF PATENTS BR/GT 1/121/71

~ Secretariat -

NOTE

The members of Working Party I will find attached a
note sent on 27 September 1971 to the Secretariat by the
United Kingdom delegation concerning the problem of the

npackage" (cf. item 2 on the provisional agenda for the
9th meeting, BR/GT I/120/71).
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1.

IOTE BY THE UNITED XINGDOM DELEGATION

» The Farly Stages of the Procedure

The preliminary examination of Article 77, paragraph 2,
involves both c¢lerical and technical operations. The aim of

the clerical ‘operation is to get a Furopean application into

- proper form:of publication under- Article 85. The aim of the

2.

“technical operatlon is to eliminate those applications which

by definition are obviously'not patentable and to clean up an

zpplication so that a mean 1ng;ul search may be made.

¥aintenance of the clerical operation is essential.
However, it does: not appear that: the technical examination is
useful-to anyone, This is because-i%v deéls only with obvious
deficiencies, the removal of which does not guarantee that the

app_lcatlon ¢an be effectively searched. Apart from this, the

,\technlcal examination has serious dlsadvantages. A dlsadvantage'_

for the Office is that it does not result in a smooth procedure
leading in all cases to the possibility of publishing the
appllcatﬂons, together with the search report, at 18 months

from the priority date. Is has disadvantages for applicants. in

that they are given no choice and must take up definite posmlons

(eg as to unity of invention) at an'early stage in the life of
the apyllcaulon. It hasldlsadvantages for third parties 1n that
the delays- involved may resuli in applications not being ‘
published together with the search report as soon as they ohou1d
be. In this connection, it is to be remembered that an applic-—
tlon is not sent to the IIB for search until the examination
has been completed and the search fee has been paid. In some '
cases this could mean that the IIB would be unable to begin a

search until well into the 17th month from the priority date.
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3. - It seems obvious that if an application is to be
published at 18 months together with the search report then
the search copy should‘be transmitted to the IIB as soon
as possible, We think that this search copy showld go to t
IIB as soon as the examination prescribed by Article 1T,
paragraph 1, has been completed. This is after a date of
filing has been accorded the Buropean application and it
has been decided not to deem the application withdrawn
(ie the filing fee has been paid and any Article 34 (2)
translation filed). At the latest this will be 13 months af
the priority date. It follows from this that another chaxnge
should be made, namely that the search fee should be made
payable at the same time asvthe filing fee, either as a

separate fee or combined with the filing fee.

4. - In view of,the disadvanfages of the examination for
obvious deficiencies it should be eliminated; indeed it
would be futile to look for obvious defects when the IIB is
struggling with a search made difficult by non-obvious
-defects. The result of this will be that the IIB will receix
some applications which will be difficult to search. Normall
the ITIB will have to search them as best it can. If, however
the appllcatlon 'is one which it is impossible to search or
one on which no really effective search can be done, then tk
IIB should report out to this effect to the Examining Sectid
And then the application should be published at 18 months %o
ge%her with a partial search report or a note indicating tha
no search or no meaningful search has been possible. We see
no serious disadvaﬁtage in this because ex hypothesi the sta
of the application is such that third parvies will notbbe
harmed; any provisional rights that may exist 1n respect of s

appllcatlons would be d*fflcult or impossible to enforce.
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5 So far as concerns unlty of invention, we think the same
' ‘sys+em should anply. If the IIB flnds there is more than one
' “invention it “should search the 1nvenu10n first-mentioned in the
-clalms and’ report through the Examlnlng Section to this effect
~and’ the applleant, instead of belng requlred to restrict his
’ appllcatlons as ‘under ir tlcle 78, paragraph 2, of the draf’,
should be invited to pay ‘additional fees. If he does so, then
~ the search is eompleted and the publlcatlon at 18 months will
' 1nclude a comyleue search report If however, the applicant
does not pay the add“tlonal fees, then the 'IIB will have
searched only the main 1nvent10n and the publlcatlon at
~'18 ‘months w111 then _nclude a pa“tlal search report Reserving
unlty of 1nventlon to ‘the IIB allows them the p0531b111ty of
taklng approprlate actlon when they flrd obaectlon before or
dur ng a search, a flex1bllty whlch is also lacklng in the
present draft. o '
6. " Article 79 (6) at present env1sages'that the parts of the
fappllcatlon which are not searched shall be deemed to be
withdrawn. We think that thls prov131on could also usefully
be deleted..It is open %0 the Examlnlng D1v1s1on under
_Artlcle 84 to requlre res urlctlon of the appllcatlon to one

invention only at a later stage. If an appllcatlon were deemed

to be withdrawn in such cases, the O’flce would probably have ;’

to edit it in order to exclude the parts relating to the

unsea rched inventions, this belrg a task which can be dlffl"uit
and sometimes impossible without a complete redraft of the
application. And, in any Case, deeming to be w1thdrawn 1nvolves
the applicant in taking up an 1mmed1ate p051t10n and the -

possibility of a dialogue between him and the Office and -
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eventdally an appeal to the Boafd'of Appeal, It is true that
deletion of Article 79 (6) would mean that an application co
be pubiished with unsearched inventions present in it, but
these are likely to form only a small proportion of the
cases and third parties at least have notice that monopolies

are being sought for these inventions.

In all these cases where the IIB has been ﬁnable to dras
up a search report or has found it possible only to make a
rartial search report, then if a request for examination
pursuant to Article 88 is made, no doubt thevExanining Divis:
will raise those objections which have given rise to the
inability of the IIB to produce only an incomplete report or
no report at all. When these objections have been met, it is
very likely that the Examining Division will require the IIB

%o carry out a search or to complete its search. In these
~cases, the applicant may be required under Article 137 to pay
a further_fee. Normally the applicant would be in no positior

to complain, But if it so happens in a particular case that
the original action of the IIB is not considered to be
justified, the Examining Division may waive the Article 137
fee, The provision in Article 79,vparagraph 7, should be
retalned to deal with the cases where an IIB obgectlon as -

to lack of unity of invention is no% considered to be justifi

It may be said that this system could result in the
publication of obscene, libellous or disparaging matter. Ther

are not likely to be many cases of this kind and wa-think
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they can easily be dealt with. The Article 77 examination
as fo form may be siretched to cover this point; or, as we
propose, the Office might be empowered to cut out such
matter from its publications by adding a péragraph to

Re Article 66 No. 6. |

9. The attached proposals give effect to the new scheme

explained above.
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PROPOSED REDRAFT OF IIATN ARTICLES INVOLVED IN THE "PACLAGE"

Article 66

Unchanged

llote:

_ The "filing fee" referred to in paragraph (3) is to be
regarded as a combined application and -search fee,

Article 77

(1) Unch anged

. (2) If 2 Zuropean application has been accorded a filing
dzte and is not deemed to be withdrawn by v1rtue of Arvicle. 69,
the Examining Section shall examine:

(2) - (&) delgted

(e) whether the application satisfies the physical requirements
laid dova in the Implementing Regulations '

(f) deleted

. (g}i—ﬁ(i)vunchanged,_‘

TTote:

' The effect of these amendments is to reduce the examination
to a clerical operatlon, malnly concerned with gettlno the
epplication in proper form for publlcatlon. The Section will not
nowever look for defects in the woontents" of the description,
claims and drawings and will not concern itself with unity of
:nventlon.
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Article 78

(1) deleted.

(2) If the examination provided for in Article 77, para-
graph 2(e) and (i) reveals that the application does not meet
.the'requirements to be taken into consideration in this
examination, the Examining Section shall invite the appiicant
to make observations or to remedy the disclosed deficiencies
within a period to be fixed by the Section.

(3) deleted.

(4) If, on expiry of the period referred to in paragraph 2
it appears that the application fails to meet the requirements
referred to, the Examining Section shall refuse the application

(5) deleted.
(6) Unchanged,

(7) Unchanged.

-

: Note: o
- These amendments follow from the changes made in Article %

So far as concerns the abstract, the Section will object only
if it ig missing or includes some formal defect; it will not
check the contents of the abstract. '

Article 76

(1) If a Furopean application has been accorded a filing
‘date, and is not deemed to be withdrawn by virtue of Article 6
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the Examining Section shall request the International Patent
Iastitute at The Hague to supply a report on the state of the
art and shall transmit to it a copy of the documents of the
Furopean application. The International Patent Institute shall
21s0 determine the definitive contents of the abstracte«

(2) The report on the state of the art shall :be .dravn up
on the basis of the claims, with due regard to the description

and drawings, if any.

Kote:

The main effect of paragraph (1) is that the IIB will
receive the search copy at-a much earlier date. "

Article 79a

(1) If the International Patent Institute considers that
the épplication~does not comply with the requirement of
Article 70, the Examining Section shall invite'the-applicanﬁ
to pay within a period of 1 month the additional fees prescribed
by the Rules relating to fees adopted pursuant to this Conven-
tion. S o ) ' S
(2) The Internatlonal Patent Institute shall draw up the
report on the state of the ‘art on these parts of the appTlcatlon
vnlch relate to the 1nvent10n first mentloned in the clainms
end, if addltlonal fees are pald within the period- referred to
in na*agraph 1, on those parts of the application which rclaue
to inventions in respect of whlch the fees were paid.’-

(3) Any fee which has been paid under prragraph 1 shall be
refunded if, during the examination under Article 93, the
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applicant requests a refund and the Examining Division finds
that the invitation referred to in paragraph 1 was not. justified.

The effect of this amendment - based on PCT Article 17 -
is to avoid the need for the EPO and the applicant to take up
a definite position at this stage as o unity of invention.
This means thatl the applicant is not invited to restrict his
application; it follows that Article 81(1)(a) can be deleted.
The procédure may result in the application containing
unsearched parts, but these are not to be deemed withdrawm.
It is likely that the applicant in such cases may now wish -
to divide out the unsearched parts as is allowed under the
provision of Article 81(1)(v). But whether or not he does S0,
the entire application will be published and it will be open
to the Examining Division to object later when examination
pursuant to Article 88 is requested.

Article 7SDb

(1) If the International Patent Institute considers that - -
the épplication does not comply with the provisions of the
Convention and the Implementing Regulations to such an extent
that it is not possible to carry out a meaningful search on
the basis of'some 6r 2ll of the claims, it shall either
declare that search is not possible or shall, so far as
‘possible, draw up a partial report.
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(2) The partial report and the declaration referred to in
paragraph 1 shall be considered as included in the texm “"report
on the state of the art". '

Hote:

Since the search copy has not been checked as regards -
contents,'there may be cases in which the IIB finds that it
cannot search at all (eg all the claims are directed to a
plant variety).. There ‘may also be cases in which some of the
claims are- nou searchable whereas others are (eg claims 1- 4
are for a.camera and claims 5 -10 are for a photog“aph). Both
kinds of case may also arise because of obscure claims. This
Article is intended to set out a procedure for the IIB to
follow; it is based on PCT Article 17. Paragraph (2) is a
drafting amendment which takes account of the fact that many
Articles in the Convention refer only to "the report on the
state of the art".

_tiCle 80

(1) The report on the state of the art, copies of any
cited documents and the definitive contents of the abstract.
shall be transmitted to the European Patcnt Office within the .
time limit. and in the form ‘prescribed. in the Implemenuﬂlg
" Regulations to this Convention. ‘

.(2) At the seme tiﬁé_thq International Patent Insfitutej.
shall transmit a copy of the report on the state of the art
tb the applicant. 14 shall. be accompanied by copies of any
cited documents if this has been requested by the applicant.
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(3) If the application is withdrawn or is refused under
ticle 78, paragraph 4, the provisions of paragraph 1 and”2
of this Article shall not apply. |

Hote:

Paragraph (1) corresponds to Article 79(4a) of the draft
with changes to take account of the proposed Articles 7%a
and 79b, Paragraph (2) meets the wishes of the interested.
circles. Paragraph (3) allows the IIB to suspend work when it
is clear that the application is not going to proceed.

" Re Article 66 No. 6

Insert new paragraph as follows:-

nif arEuropean patent application contains such prohibited
matter, the European Patent Office may omit it from the
publication in accordance with Article 85."

Tote:

This provision - based on PCT Article 21(6) - appears
necessary, since under the proposed re-draft of Article 77
the Section will not e:xamine the contents of an application
(other than the rcquest) and the applicant will not be |
invited under Article 78 to strike out prohibited matter.

Re Article 7S¢ No. 3

Delete.

Hote:

This provision is no longer necessary in view of the
proposed Article 79a.
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CONSEQUENTIAL AMENDMENTS

. As foreshadoﬁed abote in the note to Article 66 it is assumed
that the "filing fee" referred to in Article 66(3), 69 and
_81(5), and Article’2 (Rules relating to Fees) is to be regarded as

a ‘combined annllcatlon and search fee with approriate increase in
the amount quoted in Fees Ar icle 2 Ne., 1.

(1) Artlcle 54&2 : I o Cancel
, Re Art le 54 No. 1, paragraph 2:  Cancel
.Re Articlie 54 No. 23 : e Excise reference to

"Examining Section*

The task of the Examining Section has been reduced
to a non-technical operatlon and does not require a
technical examiner. o '

(2) Article 81(1)(a): N Cancel

Since the appliéant will not be invited wnder
Article 78{(2) or 79a(1) to restrict his application,

division of the application will not arise.

“'(33 Article 82(2): ' . ' cancel
. i N o I : : "a:fld ArtiC].e 79,
o paragraph 50,

“There is no 1cng°r a prov151on corréSpohding to
Article 79(5).

(4) Article 122: : ' Replace reference to
. "Article 79 para-—

~ graph 1" by
“Article 79 para-

graph 2%,
This is drafting.
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(5) Axticle 137(4): Replace reference to
"Lrticle 79, paragraph:
5 and 6" by
"Article 79a paragraph

The package redraft does not 1nv1te rastrlcglcn
- of the application to one invention and non-payment of
fees does not result in parts of the application being
deemed withdrawn. Reference to Article 79a(1) is
necessary to distinguish the additional fees of that
Article from those of Article 137; no sanction is
imposed by Article 79z whereas non-paymens of Article 13

fees results in the application being deemed withdrawn.

(6) Rules relating to Fees

(i) Article 2 No. 1: increase fee

No. No. 4: Cancel

No. 5: excise "supplementary" angd
replace reference to "Article 7
paragraph 5" by "Article T9a -
paragraph 1%,

Re-number the various fees.

The fee of No. 1 is increased in view of the merge
of the filing fee of No. 1 with the search fee of No. é
Additional fees may be paid under Articles 79 and 137,
but it ’s inappropriate to refer to Article T9a

search repo ts as "supplementary",
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(ii) Article 10: amend to read as follows:-

"(1) vews... Per cent of the fee provided for in
Acticle 2 To. 1 shall be refunded if the report on the state
of the art to be drawn up for a European patent application
is based to a large extert on a report on the state of the
art drawn up in accordaxnce with the criteria laid down for

the European system for the grant of patents

(a) already prepared by the International Patent Institute
2t The Hague on an application whose priofity is claimed

for the Ewropeanvpatent application or

(b) already prepared by the International Patent Institute
| at The Hague or other International Searching
Authority under the provisions of the Co-operation

Treaty.

(2) If an epplication is withdrawn, deemed to be
withdrawn or refused before the International Patent Ihstitute
at The Hague has started to draw up a report on the state
of the art, ..».... Der cent of the filing fee provided for
in Article 2 No. 1 shall be refunded.'The same shall apply

in +the case of any additional fee provided for in Article 2
No. 5." |

Paragraph 1 expands the existing draft to take account of
PCT searches and paragraph 2 deals with the case where an
application is eg abandoned before search., Both provisions are

equitable conseguences of combining the filing and search fees.
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(iii) Article 11: amend to read as follows:—

"The reduction laid down in Article .eeoessses
(Re Article 34 No. 2) civeesees Shall DE wrecensves
per cent in the case of the fee provided. for in
Article 2 no. 1 and ....c.. per cent in the case
of the fees provided for in Article 2, Nos., 6, 12
and 13."

It was not intended to give a reduction in the search fee.
Following on the merger of the filing and search fees, the
percentage reduction for the Article 2 No. 1 fee should thereforex

be less than for the other fees.
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